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ETSI Intellectual Property Rights Policy

Excerpted by Annex 6 of
ETSI Rules of Procedure (28 November 2007)

1. Intreductien

The General Assembly of ETSI has established the following Intellectual Property
Rights POLICY.

2. Definitiens

Terms in the POLICY which are written in capital letters shall have the meaning set
forth in Clause 15 entitled DEFINITIONS.

3. Pelicy Objectives

3.1 ItisETSI’sobjectiveto creste STANDARDS and TECHNICAL SPECIFICATIONS
that are based on solutions which best meet the technical objectives of the European
telecommunications sector, as defined by the General Assembly. In order to further this
objective the ETS IPR POLICY seeks to reduce the risk to ETS, MEMBERS, and others
gpplying ETS STANDARDS and TECHNICAL SPECIFICATIONS, that investment in the
preparation, adoption and application of STANDARDS could be wasted as a result of an
ESSENTIAL IPR for aSTANDARD or TECHNICAL SPECIFICATION being unavailable.
In achieving this objective, the ETSI IPR POLICY seeks a balance between the needs of
gandardization for public use in the field of telecommunications and the rights of the owners
of IPRs.

3.2 IPR holders whether members of ETS| and their AFFILIATES or third parties, should
be adequately and fairly rewarded for the use of their IPRs in the implementation of
STANDARDS and TECHNICAL SPECIFICATIONS.

3.3 ETSI shall take reasonable measuresto ensure, as far as possible, that its activities

which relate to the preparation, adoption and application of STANDARDS and
TECHNICAL SPECIFICATIONS, enable STANDARDS and TECHNICAL
SPECIFICATIONS to be available to potential users in accordance with the general
principles of standardization.

4. Disclesure eof IPRs

4 1 Subject to Clause 4.2 below, each MEMBER shall use its reasonable endeavours, in
particular during the development of a STANDARD or TECHNICAL SPECIFICATION
where it participates, to inform ETS| of ESSENTIAL IPRs in a timely fashion. In
particular, a MEMBER submitting a technical proposal for a STANDARD or
TECHNICAL SPECIFICATION shdl, on abona fide basis, draw the attention of ETS| to
any of that MEMBER' s PR which might be ESSENTIAL if that proposal is adopted.

4.2 The obligations pursuant to Clause 4.1 above do however not imply any obligation
on MEMBERS to conduct IPR searches.
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5. Precedures fer Cemmittees

ETSI shall establish guidelines for the chairmen of COMMITTEES with respect to
ESSENTIAL IPRs.

6. Availability ef Licences

6.1 When an ESSENTIAL IPR relating to a particular STANDARD or TECHNICAL
SPECIFICATION is brought to the attention of ETSI, the Director-General of ETS| shdl
immediately request the owner to give within three months an undertaking in writing that it
is prepared to grant irrevocable licences on fair, reasonable and non-discriminatory terms
and conditions under such IPR to at least the following extent:

* MANUFACTURE, including the right to make or have made customized
components and sub-systems to the licensee's own design for use in
MANUFACTURE;

- sell, lease, or otherwise dispose of EQUIPMENT so MANUFACTURED;

- repair, use, or operate EQUIPMENT; and

- use METHODS.

The above undertaking may be made subject to the condition that those who seek
licences agree to reciprocate.

6.2 As long as the requested undertaking of the IPR owner is not granted, the
COMMITTEE Chairmen should, if appropriate, in consultation with the ETSI
Secretariat use their judgment as to whether or not the COMMITTEE should suspend
work on the relevant parts of the STANDARD or TECHNICAL SPECIFICATION
until the matter has been resolved and/or submit for approval any relevant STANDARD
or TECHNICAL SPECIFICATION.

6.3 At the request of the European Commission and/or EFTA, initially for a specific
STANDARD or TECHNICAL SPECIFICATION or aclass of STANDARDSTECHNICAL
SPECIFICATIONS, ETSl shdl arrangeto have carried out in acompetent and timely manner an
investigation including an IPR search, with the objective of ascertaining whether IPRsexist or are
likely to exist which may be or may become ESSENTIAL to a proposed STANDARD or
TECHNICAL SPECIFICATIONS and the possible terms and conditions of licences for such
IPRs. This shdl be subject to the European Commission and/or EFTA meeting dl reasonable
expenses of such an invedtigation, in accordance with detailed arrangements to be worked out
with the European Commission and/or EFTA prior to the investigation being undertaken.

7. Infermatien en IPR ey ETSI

7.1 Any published STANDARD or TECHNICAL SPECIFICATION shall include
information pertaining to ESSENTIAL IPRs which are brought to the attention of ETSI
prior to such publication.

7.2 ETS shdl establish appropriate procedures to alow access to information at any time
with repect to ESSENTIAL IPRswhich have been brought to the attention of ETS.
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8. Nen-availalility ef Licences

8.1 Non-availability of licences prior to the publication of a STANDARD or a TECHNICAL
SPECIFHICATION

8.1.1 Existence of a viable alter native technology

Where prior to the publication of a STANDARD or a TECHNICAL SPECIFICATION an
IPR owner informs ETSI that it is not prepared to license an IPR in respect of a
STANDARD or TECHNICAL SPECIFICATION in accordance with Clause 6.1 above, the
Generd Assembly shdl review the requirement for that STANDARD or TECHNICAL
SPECIFICATION and stiffy itsdlf that a vigble dternetive technology is available for the
STANDARD or TECHNICAL SPECIFICATION which:

« isnot blocked by that IPR; and

« satisfies ETSI’ srequirements.

8.1.2 Non-existence of a viable alter native technology

Where, in the opinion of the Genera Assembly, no such viable aternative technology
exists, work on the STANDARD or TECHNICAL SPECIFICATION shal cease, and
the Director-General of ETSI shall observe the following procedure:

a) If thelPR ownerisaMEMBER,

i) the Director-General of ETSI shall request that MEMBER to reconsider its
position.

ii) If that MEMBER however decides not to withdraw its refusal to license the I PR,
it shall then inform the Director-General of ETSI of its decision and provide a
written explanation of its reasons for refusing to license that IPR, within three
months of its receipt of the Director-General request.

iii) The Director-General of ETSI shall then send the MEMBER's explanation
together with relevant extracts from the minutes of the General Assembly to the

ETS| Counsellorsfor their consideration.

b) If the IPR owner isathird party,

i) the Director-Generd of ETS| shal, wherever appropriate, request full supporting
details from any MEMBER who has complained that licences are not available in
accordance with Clause 6.1 above and/or request appropriate MEMBERS to use
their good officesto find a solution to the problem.

ii) Where this does not lead to a solution the Director-Genera of ETS| shdl write to
the IPR owner concerned for an explanation and request ultimately that licences be
granted according to Clause 6.1 above.

iii) Wherethe |PR owner refuses the Director-General's request and decides not to withdraw
its refusd to license the IPR or does not answer the letter within three months &fter the
receipt of the Director-Generd request, the Director-Generd shdl then send the IPR
owner’s explanation, if any, together with relevant extracts from the minutes of the
Generd Assambly tothe ETS Counsdlorsfor their condderation.

8.1.3 Prior to any decision by the General Assembly, the COMMITTEE should in
consultation with the ETS| Secretariat use their judgment as to whether or not the
COMMITTEE should pursue development of the concerned parts of the
STANDARD or a TECHNICAL SPECIFICATION based on the non-available
technology and should look for aternative solutions.
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8.2 Non-availahility of licences after the publication of a STANDARD or aTECHNICAL
SPECIFICATION

Where, in respect of a published STANDARD or TECHNICAL SPECIFICATION,
ETSI becomes aware that licences are not available from an IPR owner in accordance
with Clause 6.1 above, that STANDARD or TECHNICAL SPECIFICATION shall be
referred to the Director-General of ETSI for further consideration in accordance with
the following procedure:

i) The Director-Generd shdl request full supporting details from any MEMBER or third
party who has complained that licences are not available in accordance with Clause 6.1
above.

if) The Director-Generd shdl write to the IPR owner concerned for an explanation and
request that licences be granted according to Clause 6.1 above. Where the concerned IPR
owner isa MEMBER, it shal inform the Director-Generd of ETSl of its decison and
provide awritten explanation of its reasonsin case of continuing refusd to licensethat 1PR.

iii) Where the |PR owner refuses the Director-Generd's request or does not answer the letter
within three months, the Director-Genera shall inform the General Assembly and, if
available, provide the General Assembly with the IPR owner’s explanation for
consderaion. A vote shal be taken in the General Assembly on an individua weighted
basis to immediately refer the STANDARD or TECHNICAL SPECIFICATION to the
relevant COMMITTEE to modify it so thet the IPR isno longer ESSENTIAL.

iv) Where the vote in the Generd Assembly does not succeed, then the Generd Assembly
shdl, where appropriate, consult the ETSI Counsdlors with a view to finding a solution to
the problem. In parald, the Generd Assembly may request gppropriste MEMBERS to use
their good officesto find asolution to the problem.

v) Where (iv) does not lead to a solution, then the Generd Assembly shdl request the
European Commission to see what further action may be appropriate, including non-
recognition of the STANDARD or TECHNICAL SPECIFHICATION in question.

In carrying out the foregoing procedure due account shall be taken of the interest of the
enterprises thet have invested in the implementation of the STANDARD or TECHNICAL
SPECIFICATION in question.

9. ETSI ewnership of IPRs

9.1 The ownership of the copyright in STANDARDS and TECHNICAL
SPECIFICATIONS documentation and reports created by ETSI or any of its
COMMITTEES shall vest in ETSI but due acknowledgement shall be given to
copyrights owned by third parties that are identifiable in ETSI copyrighted works.

9.2 In respect of IPRs other than copyright in STANDARDS and TECHNICAL
SPECIFICATIONS documentation and reports, ETSI shall only seek ownership of
IPRs generated either by its employees or by secondees to ETSI from organizations
who are not MEMBERS.
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9.3 ETSI shall, on request by a non-member, grant licences to that non-member on fair
and reasonable terms and conditions in respect of any IPRs, other than those referred to
in Clause 9.1 above, owned by ETSI. MEMBERS shall be alowed to use IPRs owned
by ETSI free of charge.

10. Cenfidentiality

The proceedings of a COMMITTEE shall be regarded as nonconfidential except as
expressly provided below and all information submitted to a COMMITTEE shall be
treated asif non-confidential and shall be available for public inspection unless:

- heinformation isin written or other tangible form; and

- heinformation isidentified in writing, when submitted, as confidential; and

- he information is first submitted to, and accepted by, the chairman of the
COMMITTEE as confidential.

CONFIDENTIAL INFORMATION incorporated in a STANDARD or TECHNICAL
SPECIFICATION shall be regarded as non-confidential by ETSI and its MEMBERS,
from the date on which the STANDARD or TECHNICAL SPECIFICATION is
published.

11. Repreductien ef Standards Decumentatien

MEMBERS may make copies of STANDARDS and TECHNICAL SPECIFICATIONS
documentation produced by ETSI for their own use free of charge but may not distribute
such copiesto others.

12. Law and Regulatien

The POLICY shall be governed by the laws of France. However, no MEMBER shall be
obliged by the POLICY to commit a breach of the laws or regulations of its country or to
act against supranational laws or regulations applicable to its country insofar as
derogation by agreement between partiesis not permitted by such laws.

Any right granted to, and any obligation imposed on, a MEMBER which derives from
French law and which are not already contained in the national or supranational law
applicable to that MEMBER is to be understood as being of solely a contractual nature.

13. Pelicy Decisiens

Without prejudice to ETSI's Statutes and Rules of Procedure, no decisions shall be taken
by ETSI in relation to implementation of the POLICY unless supported by a 71%
majority of the weighted individual votes cast by MEMBERS.

14. Vielatien ef Pelicy

Any violation of the POLICY by aMEMBER shdl be deemed to be abreach, by that MEMBER,
of itsobligetionsto ETS. The ETS Generd Assambly shall have the authority to decidethe action
to betaken, if any, againg the MEMBER in breech, in accordance with the ETSl Statutes.
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15. Definitiens

1“AFFILIATE" of afirst legal entity means any other legal entity:
- directly or indirectly owning or controlling the first legal entity, or
- under the same direct or indirect ownership or control asthefirst legal entity, or
- directly or indirectly owned or controlled by the first legal entity, for so long as such
ownership or control lasts.

Ownership or control shall exist through the direct or indirect:

- ownership of more than 500f the nominal value of the issued equity share capital or
of more than 50% of the shares entitling the holders to vote for the election of
directors or persons performing similar functions, or

- right by any other means to elect or appoint directors, or persons who collectively
can exercise such control. A state, a division of a state or other public entity
operating under public law, or any legal entity, linked to the first legal entity solely
through a state or any division of a state or other public entity operating under
public law, shall be deemed to fall outside the definition of an AFFILIATE.

2 “COMMITTEE" shall mean any Technical Body of ETSI and shall include ETSI
Projects, Technical Committees, ETSI Partnership Projects, and their Working Groups.

3 “CONFIDENTIAL INFORMATION” shall mean all information deemed to be
confidential pursuant to Clause 10 of the POLICY disclosed directly or indirectly to the
MEMBER.

4 “EQUIPMENT” shall mean any system, or device fully conforming to a
STANDARD.

5 “METHODS” shall mean any method or operation fully conforming to a
STANDARD.

6 “ESSENTIAL” as applied to IPR means that it is not possible on technical (but not
commercial) grounds, taking into account normal technical practice and the state of the
art generaly available at the time of standardization, to make, sell, lease, otherwise
dispose of, repair, use or operate EQUIPMENT or METHODS which comply with a
STANDARD without infringing that IPR. For the avoidance of doubt in exceptional
cases where a STANDARD can only be implemented by technical solutions, all of
which are infringements of IPRs, all such IPRs shall be considered ESSENTIAL.

7 “IPR” shall mean any intellectual property right conferred by statute law including
applications therefor other than trademarks. For the avoidance of doubt rights relating
to getup, confidential information, trade secrets or the like are excluded from the
definition of IPR.

8 “MANUFACTURE”, shall mean production of EQUIPMENT.

9 “MEMBER” shall mean a member or associate member of ETSI. References to a
MEMBER shall wherever the context permits be interpreted as references to that
MEMBER and its AFFILIATES.

10 “POLICY” shall mean ETSI’s Intellectual Property Rights Policy.
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11 “STANDARD” shal mean any standard adopted by ETSI including options therein
or amended versions and shall include European Standards (ENs) (telecommunications
series), ETSI Standards (ESs), Common Technical Regulations (CTRs) which are taken
from ENs (telecommunications series) and including drafts of any of the foregoing, and
documents made under the previous nomenclature, including ETSs, I-ETSs, parts of
NETs and TBRs, the technical specifications of which are available to all MEMBERS,
but not including any standards, or parts thereof, not made by ETSI.

The date on which a STANDARD is considered to be adopted by ETSI for the purposes
of this POLICY shall be the date on which the technical content of that STANDARD
was availableto all MEMBERS.

12 “TECHNICAL SPECIFICATION” shall mean any Technical Specification (TS)
adopted by ETSI including options therein or amended version including drafts, the
Technical Specifications of which are available to all MEMBERS, but not including
any technical specifications, or parts thereof, not made by ETSI.

The date on which a TECHNICAL SPECIFICATION is considered to be adopted by
ETSI for the purposes of this POLICY shall be the date on which the technical content
of that TECHNICAL SPECIFICATION was available to all MEMBERS.
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ETSI Guide on Intellectual Property Rights
Version endorsed by Board #60 on 25 January 2007

Background

The ETSI IPR Policy was adopted by the 21st General Assembly on 23 November 1994
and incorporated in the ETS| Directives as Annex 6 to the ETS| Rules of Procedure.

At alater stage a Technical Body Chairman’s Guide on IPRs had been written to help
Chairmen and others involved in ETSI’s standardization activities to understand and
implement the Indtitute's IPR Policy. That Chairman’s Guide on IPR had not been endorsed
by the Generd Assembly or the Board and therefore did not have the same officid status asthe
ETS Statutes, the Rules of Procedure or the Technical Working procedures. The Technica
Body Chairman’s Guide on IPRsis now replaced by the present ETSI Guide on IPRs.

In 2002 the ETSI Generd Assembly #40 identified the need to review the ETSI IPR Policy
with aview to addressing and rectifying any uncertainties on the operation of this Policy and
on any legal rules and obligations on the membership in order to avoid an incorrect
implementation of the ETSI IPR Policy and in order to avoid anti-competitive actions. An
ad-hoc I PR group, with a clear mandate to review the implementation of the IPR Policy but
not to change the Policy itself, was consegquently created and 30 recommendations on the
operation of the ETSI IPR Policy where approved by the ETSI General Assembly #42. The
present ETSI Guide on | PRs embodies most of these recommendations.

A revised version of the Clause 4.1 of the ETSI IPR Policy was adopted by the 46th General
Assembly in November 2005. This revision wasinduced by the EC DG COMPETITION in
its concern to generate a generd awareness of the risk of “patent ambush” situation in the
standard making process. The EC DG COMPETITION rationale behind the changes is
givenin section 4.5 of the present Guide.

Foreword

Intellectual property plays an important role in standardization, especially in the
telecommunications and electronic communications sector. In that context, the likelihood
of having Intellectual Property Rights (IPRs) incorporated into ETSI Deliverables became
critical after afew years of existence of ETSI. This tension (proprietary nature of IPRs
versus wide dissemination of standards) was minimized with the adoption by the ETSI
Membership of the ETSI IPR Policy asfound in Annex 6 to the ETSI Rules of Procedure.
In the preparation of standards, |PR issues may arise. It isimportant for al partiesinvolved
inthe ETSI standards-making process to be aware of their responsibilities and that there is
good co-operation between al parties.

This guide is intended to help ETSI Members and any other party involved in ETSI’s
standardization activities (e.g. Members, Technical Body Chairmen, Secretariat, etc.) to
understand and implement the Institute’ s IPR Policy.

This guide provides explanatory information on how to handle IPR matters in ETS| and
does not replace the ETS! IPR Policy which takes precedencein al cases.
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This guide has been endorsed by the Board but does not have the same officia status as the
Statutes, the Rules of Procedure or the Technical Working Procedures.

Should you (the reader) have any difficulty with provisions of this guide or with any
practica aspects of the Policy which are not answered by this guide, please do not hesitate
to contact the ETS| Secretariat (hereafter called simply “ Secretariat”).

1. The ETSI IPR Pelicy

1.1 What is the Purpese ef the IPR Pelicy?

The purpose of the ETSI IPR Policy isto facilitate the standards making process within
ETSI. In complying with the Policy the Technical Bodies should not become involved
in legal discussion on IPR matters. The main characteristics of the Policy can be
simplified asfollows:

- Members are fully entitled to hold and benefit from any IPRs which they may
own, including the right to refuse the granting of licenses.

- It is ETSI's objective to create Standards and Technical Specifications that are
based on solutions which best meet the technical objectives of ETSI.

- In achieving this objective, the ETSI IPR Policy seeks a balancebetween the
needs of standardization for public use in the field of telecommunications and the
rights of the owners of IPRs.

- The IPR Policy seeks to reduce the risk that investment in the preparation,
adoption and application of standards could be wasted as a result of an Essential
IPR for a standard or technical specification being unavailable.

- Therefore, the knowledge of the existence of Essential IPRs is required as early as
possible within the standards making process, especidly in the case where licenses are not
available under fair, reasonable and non-discriminatory (FRAND) terms and condiitions.

The ETSI IPR Policy defines the rights and obligations for ETSI as an Institute, for its
Members and for the Secretariat.

The Policy is intended to ensure that IPRs are identified in sufficient time to avoid
wasting effort on the elaboration of a Deliverable which could subsequently be blocked
by an Essential IPR.

1.2 Where can | find the ETSI IPR Pelicy?

The ETSI IPR Policy is part of the ETSI Directives and can be found in Annex 6 of the
ETSI Rules of Procedures (http://www.etsi.org/legal/home.htm). This means that the
rights and obligations specified by the IPR Policy are an integral part of the ETSI Rules
of Procedure and are binding on all ETSI Members.

Y ou can aso find a copy of the Policy at Annex A.

1.3 Terminelegy

The ETSI IPR Policy defines a number of terms; those used in this guide correspond to
those used in the Palicy.

Inthe ETSI IPR Palicy:

an IPR includes:
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- COPYRIGHT

- PATENT

- UTILITY MODEL

- REGISTERED DESIGN
- ...and applications thereof.

an | PR does not include:

- TRADEMARKS

- TRADE SECRETS

- CONFIDENTIAL INFORMATION

- RIGHTS RELATING TO GET-UP (packaging)

1.4 Rights and ebligatiens deriving frem the IPR Pelicy

The ETSI IPR POLICY defines rights and obligations for ETSI as an Ingtitute, for its
Members and for the Secretariat. Non-Members of ETS dso have certain rights under the
Policy but do not have legd obligations.

The following table intends to give a clear overview of the most important rights and
obligations of the Ingtitute, the Members, the Secretariat and the rights of third parties as
specified under the ETSl IPR Policy. All references below which are in itdics relate to the
ETS! IPR Policy.
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Obligations Rights

dg

-to inform users of standards about
Essential IPRs declared and ensure that
this information is publicly available
(Clause 7).

- to perform IPR searches if the EC and/or
EFTA s0 require and reasonable expenses
aremet (Clause 6.2).

-to grant licenses on ETSI-owned IPRs

BE
- 01%1}01171] A 5 IPRE 5A
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Z3kc}(clause 7)
- EC 18)ar/5
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Inditute | (other than copyright) on fair, reasonable
and non-discriminatory terms and
conditions to third parties, free of charge
to ETSI Members (Clause 9.3).

- to respect confidential information within
a Technica Body until publication of the
relevant Deliverable.

- to include the information in a standard
(Clause 10).

- to inform ETSI about their own, and other | - no obligation to conduct IPR searches
people' sEssential IPRs (Clause 4.1). (Clause4.2).

- owners of Essential IPRs are requested to | - to refuse the inclusion of own IPRs in
undertake to grant licenses on fair, | sandards(Clauses8.1 and 8.2).
reasonable and non-discriminatory terms | -to be granted licenses on fair, reasonable
and conditions (Clause 6.1). and non-discriminatory terms and

-of Essential IPRs who refuse to grant | conditions in respect of a standard

Members license when no dternative is available, | (Clause6.1).

are requested to reconsider their position | -to  make copies of standards
documentation (Clause 11) free of charge.

- to use IPRsowned by ETSI free of charge
(Claus29.3).

- to have confidentia information within a
Technica Body respected until publication
of therelevant Deliverable (Clause 10).

and provide the Director-General with a
judtification (Clause 8.1).

-to abstain from claiming copyright on
dandards documentation (text, graphics etc.,
of the standard itself) on behalf of the
member itsdf and itsemployees (Clause 9.1).
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Obligations

Rights

Secret
ariat

- the Director-General to contact owners of
Essential IPRs having refused to grant
licenses on behalf of ETSI (Clauses 8.1
and 8.2).

- the Director-General to request the owner
of an Essential IPR to give within three
months an undertaking in writing that it is
prepared to grant licenses (Clause 6.1).

Third
Parties

-the ETSI IPR Policy is only binding on
ETSI Members. Third parties do not have
any legal OBLIGATIONS under the
Policy.

-when ETSI is informed that an IPR
belonging to a non-Member could be
essential for a standard, the non-Member
owner is aso requested to undertake to
grant licenses on fair, reasonable and non-
discriminatory terms and conditions
(Clause 6.1).

- Third parties have certain RIGHTS under the
ETS IPR Policy ether as owners of Essentia
IPRs or as users of ETS| standards or
documentation:

- to refuse the indusion of their own Essentia
IPRs in ETS| Deliverables (Clause 8.1 and
82).

- To be granted licenses on fair, reasonable and
non-discriminatory terms and conditions in
respect of a standard & leest to manufecture,
A, lease, repair, use and operate, (Clause
6.1)

- to be granted licenses for ETSl owned IPRs
(other than copyright in the standard
documentation) (Clause 9.3) on fair,
reasonable and non-discriminatory terms and
conditions.

- to have confidential information within a
Technica Body respected until publication of

therdevant Ddliverable (Clausel0).

1.5 “Essential” IPRs
Clause 15.6 of the ETSI IPR Policy gives the following definition of essentiality:
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“15.6 ESSENTIAL as gpplied to IPR means that it is not possible on technica (but not
commercid) grounds, taking into account norma technica practice and the state of the art
generdly available a the time of standardization, to make, sdll, lease, otherwise dispose of,
repair, use or operate EQUIPMENT or METHODS which comply with a STANDARD
without infringing that IPR. For the avoidance of doubt in exceptional cases where a
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STANDARD can only be implemented by technical solutions, all of which are
infringements of 1PRs, dl such IPRsshdl be considered ESSENTIAL”.

In simpler terms, an “essential IPR” is an IPR which has been included within a
standard and where it would be impossible to implement the standard without making
use of this IPR. The only way to avoid the violation of this IPR in respect of the
implementation of the standard is therefore to request a license from the owner.
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2 Impertance eof timely disclesure of Essential IPRs

The main problems for ETS as a standards body which may arise from “late disclosures’
include:
- Licenses for Patents which have been disclosed late and are not available at al, or,
- Licenses for Patents which have been disclosed late and which are available, but not on
Fair, Reasonable and Non-Discriminatory (FRAND) terms, i.e. the company is unwilling
tomake a“FRAND” undertaking/licensing declaration.

If the above problems cannot be satisfactorily resolved, then ETSI has to change the
standard, which in some extreme cases could even include the need to start again with the
development of that standard.

NOTE 1: Definitions for “Timeliness’ or “Timely” cannot be agreed because such
definitions would congtitute a*“ change to the Policy”.

NOTE 2: The following description of Intentional Delay has been noted:
“Intentional Delay” has arisen when it can be demonstrated that an ETSI
Member has deliberately withheld IPR disclosures significantly beyond what
would be expected from normal considerations of “Timeliness’.
This description of “Intentional Delay” should beinterpreted in away thet is
consistent with the current ETSI IPR Policy. In complying with the
requirements of timeliness under Clause4.1 of the IPR Policy, Members are
recommended to make IPR disclosures at the earliest possible time following
their becoming aware of IPRswhich are, or are likely to become, Essential.

NOTE 3: “Intentional Delay”, where proven, should be treated as a breach of the IPR
Policy (Clause 14 of the ETSI IPR Policy) and can be sanctioned by the
General Assembly.

2.1 Memlbers Duties

2.1.1 Respondingto Callsfor IPRsperformed in Technical Body meetings

Members participating in Technical Bodies should respond at the earliest possible time to the
Call for IPRs performed by Technica Body Chairmen at the beginning of each meeting,
based on the working knowledge of their participants.

Furthermore, the call for IPRs acts as areminder of the Member’s obligations under the IPR
Policy and is performed to foster the disclosure of Essential IPRsin atimely fashion.

Members having IPR portfolios should improve their interna PR co-ordination processes to
ensure, asfar as possible, that their participantsin Technica Bodies are aware of any aleged-
essential 1PR the company may have (related to the on-going work on a particular ETSI
Standard or Technical Specification), that they understand their obligations, and that they
know how to discharge them.

Members are encouraged to make generd 1PR undertakings/licenaing declarations that they will
make licenses availablefor dl their IPRsunder FRAND terms and conditions related to aspecific
standardization area.and then, as soon asfeasible, provide (or refine) detailed disclosures.

This process reduces the risk of the standards making process being blocked due to IPR
congtraints.
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2.1.2 UsetheETS IPR Information Statement and Licensing Declar ation forms

One of the ETSI IPR information statement and licensing declaration forms should be used
by any IPR holders wishing to make their disclosures and undertaking to ETSI:

- The IPR information statement and licensing declaration should normally be
submitted with the IPR information statement annex to identify the specific patents or
pending applications which are applicable.

- An IPR holder may use the Genera IPR licensing declaration to give an undertaking
to grant licenses under any of its IPR that is or becomes essentid to (i) a Standard; or
(i) any Standard of a project; or (iii) al ETSI Standards. It is submitted without the
IPR information statement annex but, in accordance with Clause 4.1 of the ETSI IPR
Policy, members should provide updates in a timely fashion via the IPR information
statement and licensing declaration and the IPR information statement annex.

Use of the General IPR licensing declaration does not take away the obligation for
membersto declare essential patentsto ETS| as stated in 2.1.1.

Members are requested to fill out the information statement and licensing declaration
forms as completely as possible. Where the complete information is not provided, the
declaration shall be flagged asincomplete in the ETSI IPR database.

A copy of the ETSI IPR information statement and licensing declaration forms and the
IPR information statement annex can be found at Annex B and online at:
http://www.etsi.org/legal /| PR_database/l PRforms-V 5.doc.

Theseforms, once completed and duly signed should bereturned to the ETSI Director-Generd.
Any gquestions related to the completion of the forms should be addressed to the ETSI
Legal Advisor.

2.1.3 Updateand completethe ETSI IPR Information Statement form

Members are not obliged to inform ETSI of any updates to their essential |PRs.
Nevertheless, Members are encouraged to update and complete their information
statements in line with the forms (see Annex B). A minimum of information should be
provided, which allows verifying the essentiality or the potentia essentiality of an IPR.

2.1.4 Copyrightsin ETSI Deliverables

Members should be aware that once a technical proposal has been included into ETSI
documentation the copyright is owned by ETSI, for the purpose of the publication of
ETSI documentation.

2.2 Memisers de NOT have a duty te :

- conduct I PR searches (see Clause 4.2 of the IPR Policy).

- disclose within the Technical Body the commercia terms for licenses for which
they have undertaken to grant licenses under FRAND terms and conditions. Any
such commercia terms are a matter for discussion between the IPR holder and the
potential licensee, outside of ETSI (see section 4.1 of this Guide).
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2.3 Technical Bedy Chairmen’s duties

Chairmen represent the membership while having the authority to represent the Institute
in their Technical Body. Chairmen have an important role in respect of both, the
identification and disclosure of essential IPRs. They have a duty to remind the
Members of their statutory obligations to submit IPR disclosures.

In addition to the actions aming at the identification of IPRs, the Chairmen aso need to take
the following actions, which ensure that the disclosure of essentid IPRs s properly carried out:

- to record in the report of the meeting that an IPR call has been made and to record
any responses,
- to inform the Secretariat of the existence of any essential |PRs identified.

Also, Chairmen shall not alow any discussion on commercial issues in the Technical
Body, in particular but not limited to discussions on details of specific licensing terms
and conditions.

Finally, the Chairman should take care that the ETSI Guidelines for antitrust
compliance are strictly observed.

Throughout the standardization process the Chairmen must take the actions as laid
down in the following Sections of this Guide, which facilitate the identification of
Essentia IPRs.

2.3.1 Define scope statementsfor work items

It isvital that Chairmen ensure that the scope statements for all work itemsin the ETS
work programme are properly defined. This will ensure that if a search for patents is
required (under Clause6.2 of the Policy) or chosen to be performed by a Member, the
task can be carried out in the most effective manner.

In order that the scope statement of an ETSI work item can be used for IPR purposes, it
should contain the following:

- abroad statement concerning the technical field of this work;

- adescription of broad system concepts;

- identification of any standard on which the work item islikely to be based;

- alist of features which the standard will define, or on which the standard will
place limitations;

- atechnical description of each feature listed, in broad terms; and,

- alist of any criteriawhich the standard must satisfy.

2.3.2 Makecall for IPRsin Technical Bodies meetings

Every Technica Body and working group meeting shal start with a“Cal for IPRS’ (either in
awritten form - as part of the meeting’s agenda - or in ora form) performed by the Chairman.
This Call for IPRs acts as a reminder of the Member’s obligations under the ETSI IPR
Policy and is performed to foster the disclosure of Essential IPRsin atimely fashion.
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An example of this “Call for IPRS’ may be found below in Clause 2.3.3. Please note
that during the Operational Coordination Group meetings (OCG) Chairmen will be
reminded to perform that cal for IPRs.

Technical Body Chairmen are also invited to encourage Members to make general PR
undertakings/licensing declarations that they will make licenses available for al their
IPRs under FRAND terms and conditions related to a specific standardization area and
then, as soon as feasible, provide (or refine) detailed disclosures.

2.3.3 When and How?

A formal call for IPR disclosures shall be made by the Chairman at the beginning of
each meeting.

The formal call for IPR disclosures needs to be made by the Chairman orally or in
writing according to the example given below. Members need to be reminded that the
recommended form for the notification of essential IPRs and licensing declaration are
available on-line and attached in Annex B.

Example of aformal call for IPRs
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The attention of the members of this Technicad Body is drawn to the fact that ETS
Members shdl use reasonable endeavours under Clause4.1 of the ETSI IPR Policy,
Annex 6 of the Rules of Procedure, toinform ETSl of Essential IPRsin atimely fashion.
This section coversthe obligation to notify its own IPRs but eso other companies IPRs.

The memberstake note that they are hereby invited:

- to invedigete in thar company whether their company does own IPRs which are, or are
likdy to become Essentid in respect of thework of the Technical Bodly,

- to natify to the Chairman or to the ETSl Director-Generd dl potentid 1PRs thet their
company may own, by means of the IPR Information Statement and the Licensng
Declaration forms that they can obtain from the ETSI Technical Officer or

hitp:/Aww.ets.org/lega/IPR_database/l PRforms-V5.doc.

Members are encouraged to make generd IPR undertakings/declarations that they will
make licenses available for dl their IPRs under FRAND terms and conditions related to
a pecific gandardizetion area and then, as soon as feasible, provide (or refine) detailed
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disclosures.

During the meeting a short reminder call for IPR disclosures should be made:
- on formal submission of atechnical solution;
- on completion of thefirst stable draft of the standard;
- on working group approval of adraft standard;
- on TB approval of adraft standard.

E.g., this may consist of the following sentence “May | remind Members of their
obligations to use reasonable endeavours to disclose any Essential | PR [related to this
issue] in atimely fashion”.

The Technical Body Chairmen should note and should make their attendees aware that
disclosure of Essential or potentially Essential IPRs should be made at the earliest
possible stage within the above list.
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Knowing who has contributed to the development of a standard may help identify IPRs
Essentid to that standard.

If it becomes apparent that an IPR declaration/licensing undertaking is unlikely to be
provided, the Technical Body Chairman should inform the Legal Advisor in the
Secretariat, who will take the necessary action.

Ultimately, it may be necessary for the Secretariat to invoke Clause 8.1 of the Policy,
which could require al work on the standard to stop. In any case, the party owning the IPR
is alowed three months consideration time after the Technical Body has examined the
matter and the Director-Genera has invited the |PR owner to reconsider its refusd to grant
a license. Chairmen should use their judgment (in consultation with the Secretariat) as to
whether or not the Technical Body should suspend work on the standard until the matter
has been resolved.

2.3.4 Record and report information on I1PRs

Technical Body Chairmen must be particularly careful to record in the report of each
meeting that a reminder was issued and include details of any responses that were made. If
there were no responses, then this fact should also be recorded.

Whenever a Chairman becomes aware of the existence of an Essential or potentially
Essentia |PR he must immediately inform the Legal Advisor of the ETS| Secretariat.

2.35 Copyrightsin ETSI Ddliverables

Chairmen shall ensure that al technical proposals adopted by their Technical Body are
recorded in the minutes of the meeting, together with any restrictions on their use, and shall
report them to the Secretariat. The Secretariat will inform Chairmen if copyright
licenses/assignments are required. If so, then they must be obtained before publication of
the document. The Secretariat will determine, with the assistance of the Chairman, which
third party copyrights, if any, have to be acknowledged.

2.3.6 Confidential information

It may happen that Chairmen or Technical Bodies are offered confidentia information.
There are certain precautions which must be observed and Chairmen are strongly urged to
contact the Secretariat before proceeding.

Clause 10 of the Policy states that information disclosed to ETSI’s Technical Bodies is to
be regarded as non-confidential, unless al of the following criteria are satisfied:
- theinformation isin written or other tangible form; and
- theinformation isidentified in writing as confidential at the timeit is submitted; and
- the information is first submitted to the Technical Body Chairman and accepted by
him as confidential.
Where a Chairman becomes aware that confidential information has been disclosed in
breach of a confidential disclosure agreement to which ETSI is a party, he must
immediately inform the Secretariat.

2.4 ETSI Secretariat Duties
The Secretariat, and especially the Legal Advisor, have ageneral duty to assist the
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Charmenin IPR matters In addition to this, the Secretariat isrespongiblefor the actionsbd ow:

24.1 Information on Essential IPRsin ETS Deliverables

The ETSl Secretariat will ensure that an appropriate reminder of the duty to disclose the
identity of Essentia IPRs is included in al published ETSI Dédliverables in the form of a
gstandard text.

Specifically, the Secretariat shall ensure that the following marking appears in ETS|
Ddliverables prior to Publication, Member vote, Public Enquiry or Nationa Vote:

Intellectual Property Rights

IPRs essentia or potentidly essentid to the present document may have been declared
to ETSI. The information pertaining to these essentia IPRs, if any, is publicly
available for ETSI members and non-members, and can be found in SR 000 314:
"Intellectua Property Rights (IPRs); Essentid, or potentialy Essentid, IPRs notified to
ETS in respect of ETSl standards’, which is available from the ETSI Secretariat.
Latest updates are available on the ETS Web server (http://mww.ets.org/ipr).

Pursuant to the ETSI IPR Policy, no investigation, including IPR searches, has been
carried out by ETSIl. No guarantee can be given as to the existence of other IPRs not
referenced in SR 000 314 (or the updates on the ETSl Web server) which are, or may
be, or may become, essentid to the present document.

24.2 Initiatea procedure of Clause 8 when no licensing declar ation can be obtained

Where an IPR licensing declaration cannot be obtained because of the refusal by the
essential IPR owner, the ETS| Secretariat is obliged to initiate the procedure set out in
Clause 8 of the ETSI IPR Palicy.

2.4.3 Non response by an | PR owner

In situation where there has been no response from an IPR owner to a request for
undertaking/licensing declaration within the three months specified in Clause 6.1 of the IPR
Policy or the response is not sufficiently defined the steps listed in Clause 8 of the IPR
Policy should be gpplied.

24.4 Redrafting of ETSI Déliverables

Published Standards or Technicd Specifications should not be redrafted because a change on the
essentidity of an IPR arises unlessthe required undertaking/licensng dedaration hes not been provided
within the three month period foreseen under Clauss6.1 of thel PR Pdlicy, or hasbeen refusad.

Any |PR changes should be entered into the ETSI |PR Database by the Secretariat, showing
the date of the entry.

245 Disclose copyright identified in ETSI documentation

The copyright of ETSI documentation, including that produced in its Technical Bodies, is
owned by ETSl. The Secretariat shal ensure that the following marking appears in ETSI
Deliverables prior to Publication, Member vote, Public Enquiry or National Vote:
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Reproduction is only permitted for the purpose of standardization work undertaken
within ETSI.

The copyright and the foregoing restrictions extend to reproduction in al media

(© European Telecommunications Standards Institute yyyy.

All rights reserved.

This marking shall also appear in document templates provided to the Technical
Organization by the Secretariat.

2.4.6 Acknowledgement of third partiescopyright

Due acknowledgement of copyrights owned by third parties, which are identifiable in ETS
documentation, must be made in the following form:

Some material contained herein is the copyright of, or has been supplied by...(insert
name of party in question).

This legend should appear on the ETSI documents and/or media concerned and should
immediately follow the copyright legend(s) referred to above.

In response to the obligation on Chairmen to report to the Secretariat any copyright
restrictions in technical proposals adopted by their Technical Body, the Secretariat will
inform Chairmen if copyright licenses/assignments are required. If so, then they must be
obtained before publication of the document. The Secretariat will determine, with the
assistance of the Chairman, which third party copyrights, if any, have to be acknowledged.

2.4.7 Reporting of a substantial |PR problem

The ETSI Director-General should bring any [substantial] IPR problem to the ETSI Board
and/or General Assembly for further discussion.

2.4.8 Maintenance of information on Essential | PRs

The Secretariat is responsible for the maintenance of the ETS| IPR online database and the
ETSI Special Report 000(see sections 3.1 and 3.2 of this guide).

3 Infermatien en Essential IPRs oy ETSI

All information statements and licensing declarations of 1PRs received by ETSI are publicly
availableto ETSI Members and standards’ implementers
viatwo means. The ETS| Specia Report (SR)and the ETS! IPR Online Database.

3.1 Where te find infermatien en essential IPRs

3.1.1 ETSl Special Report 000 314

The ETSI Special report SR 000 314 is an ETSI Deliverable entirely dedicated to
information on IPRs which have been notified to ETSI as being Essential, or potentialy
Essential, to ETS| standards. This SR is generated twice ayear and offers a summary of the
information contained in the ETSI IPR Online database as of thetimeit is generated.
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In case of any conflict between the information contained in SR 000 314 and the information
contained in the ETSI |PR Online Database, the contents of the database takes precedence.

ETSI SR 000can be found at: http://webapp.etsi.org/ipr.

3.1.2 TheETS IPR Online Database

The ETSI IPR Online Database is an application that has been developed by the ETSI
Secretariat to alow electronic online access to Information Statements and Licensing
Declarationsreceived by ETSI.

Like the SR 000 314, the ETSI IPR Online Database contains IPRs, particularly patents and
patent applications, which have been notified to ETSI as being essential, or potentially
essential, to ETS| standards.

Unless otherwise specified, al 1PRs contained herein have been notified to ETSI, with an
undertaking from the owner to grant licenses according to the terms and conditions of
Clause 6.1 of Annex 6 of the ETSI Rules of Procedure (the ETSI IPR Policy).

It is important to note that the ETSI IPR online database provides data that is based on the
information received, i.e.:

- ETSI has not checked the validity of the information, nor the relevance of the
identified patents/patent applications to the ETS| standards and cannot confirm, or
deny, that the patents/patent applications are, in fact, essential, or potentialy essentia

- No investigation or IPR searches have been carried out by ETSl and therefore, no
guarantee can be given concerning the existence of other IPRs which are, or may
become, essentidl;

- Potentia licensees should use the information in this database at their discretion and
should contact the patent holder, for example to establish the status of a disclosed
patent family, prior to making a patent licensing decision.

The ETS! IPR Online Database can be found at: http://webapp.etsi.org/ipr.

3.1.3 Requeststothe ETS| Secretariat

Whenever requested, the ETSI Secretariat shall provide any details on information
statements and licensing undertakings/licensing declarations that it has received.

Themain contact point isthe ETSI Lega Advisor.

3.2 What type of infermatien and precedures fer updates

IPR information reflected by ETSI is based on the information received. ETSI has not
checked the validity of the information, nor the relevance of the identified patents/patent
applications to the ETS| standards and cannot confirm, or deny, that the patents/patent
gpplications are, in fact, essential, or potentially essential. No investigation or IPR searches
have been carried out by ETS| and therefore, no guarantee can be given concerning the
existence of other IPRswhich are, or may become, essential.

3.2.1 Assessment of PR rights

As agenerd principle, ETSI does not perform any check on the status and validity of any
Essential IPRs notifiedto ETSI.
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In addition, ETSI does not perform any search for Essential |PRs which may exist and have
not been notified.

3.2.2 Update procedurefor the ETSl IPR Onlinedatabase

In addition to the entry of new disclosures and undertakings/licensing declarations, existing
datain the ETS IPR Database should only be updated based on information received from
IPR holders or asthe result of a General Assembly decision, in particular with respect to the
following cases:

- Completion of an existing data entry, e.g. the publication number, identification of
standard.

- Updating of legal information, such as change of legal status of an IPR (eg. grant,
dropped, revoked or expired), change of ownership of the IPR.

- Addition of information concerning studies performed on the essentiality of an
IPR: Members are obliged to disclose IPRs, which might be essential and ETSI is
obliged to make these disclosures available to Members. This disclosure reflects, of
course, only an opinion of the Member and some facts on the IPRs, but the Member is
responsible for the content. Any further opinion should be added only with the
agreement of the Member or to implement a General Assembly decision.

-Removal of IPR disclosures at the request of the IPR holder: Members are obliged to
declare IPRs which they believe to be essentid. A license undertaking/licensing declaration
for these IPRs is also published. ETSl is obliged to publish this undertaking/licensing
dedaation. Any suchremova shdl betracked in the |PR on-line database.

- Removal of IPR disclosuresin exceptional circumstances: Removals not requested
by the IPR holder shall only be performed following a decision taken by the General
Assembly. Any such removal shall be tracked in the |PR on-line database.

4 Other ETSI IPR Pelicy matters

4.1 Licensing terms and ex ante disclesure

Specific licensng terms and negotietions are commercid issues between the companies and shdl
not be addressed within ETSI. Technicd Bodies are not the gopropriate place to discuss IPR
Issues. Technica Bodies do not have the competence to ded with commercid issues. Members
dtending ETS Technical Bodies are often technical experts who do not have legd or busness
respong bilities with regard to licensing issues. Discussion on licensing issues among competitors
in astandards making process can sgnificantly complicate, delay or derail thisprocess.

Without prgjudice to ETSI IPR Policy and other sections of this Guide, voluntary, unilaterd,
public, ex ante disclosures of licengng terms by licensors of Essentid IPRs, for the sole purpose
of assgting members in making informed (unilateral and independent) decisions in relaion to
whether solutions best meet the technica objectives, are not prohibited under ETSl Directives.
Licenang terms from such disclosures may, in some circumstances, improve trangparency for
individual Members in considering technologies for inclusion in STANDARDS and
TECHNICAL SPECIFICATIONS.

No detailed licensng terms should be available from ETS to avoid a mideading impression.
ETS may act as adepository, where IPR owners (licensors) can make available information on
how and where to access such disclosed licensing terms, and provide links to URLSs of IPR
owners, which contain the details of licensing terms and conditions, so that information about the
availability of licenses can bedisseminated to dl usersof ETS standards.

However, this provision does not creste any obligation for any Member to disclose any licensing

F2 BEHIIT PR 7Y

322 ETSIIPR €&}] DB 74l Az}

2t 37 B Aol A A A=t 3, ETSLIPR DB A AR PR 2747} AlEshs
Ju o] A8t e 53] vt 22 734 GA 2F 0] Sl Aol A2l Eojof it

-71I2 AR ¥ g8, 749 5593 (publication number), T3] e

- W8 AR A, IPRO] A A wisk(el, 3lo], B, H3] e 1hR), PR &4 HE

-IPRe] 5ol thsle] o]Fo17 e AR F71: 3L H =
%7} 9lom, ETSIE o] 37 HHE 3|gEo] o] 48 & Ju= & o587} o)}, o|et &
£ B2 3919 o7n} A% IPRo|| tigk A4S wkoddic} e, 39 1 ujgol dig A
2 Qict. 3157 §ol UlA] GA A7AE oldsly] flallAleE F71 oo tlsld 4= 9t

-TPR &A1 7o) i IPR F702] A3 : 3|9 P42 olgtar JAXE IPRS 37N 257t
ot} o]& IPRY] Blo]Al A AA/A AL FREC ETSKE o] 23t gloldx AA/49S 33
g o7} gle}, o] W3k A 3] AFAL PR ©21¢] DBe]l Lrehjof it}

- 1921 7399 IPR F709] A3 : PR 2fAHe] Q771 Q1 Aol GASl Aol oJsfiAnt
IPR 37HE A 3]3lofo} ghrt, o] &gt A 3|+ IPR 2241 DBo|| Yefjof giet.

4 7IEL ETSI IPR EH
4.1 2loldA =A 3 A= S7H

54 ehold2 228 71915 7ke) 444 A oln, ETSIAN t=elslo]als ehelth TBE IPR ol4;
2 ol A48 Ro] otk TBE 44 ol 8 thE 4 Y AAL /A3 94 Fafeh, TSI
TBol ofshe S TP ehol 2 olroll T WA WA AbiA el A4 ke 714 A
Bloleh, £ AR A4 F AAAE 1o gholi s Aol o ol BEe AAE Fsh

B3t skt AA A Al oM BojuAl & = Qlet,

ETSIIPR A 7]} £ 7ho] =] o2 q14& $lubebA] b= W9l WellM, ETSI @402 5 PR A
Als]ofAte] ghold & 710] AP, A4, dubA AL S0 E A gt olHE elR
A Zholdx 242 QAT 4F AE 2 7140l I 71eS A9l slolM 71 3ol
Al TS FHAIIH.

Al ol 2702 Q8le] 247} 9JoIA] FISIE AZHAE QL) EISIE IR 247 (2ol
2= Slolh7t A ehold s 2718 o B 221 of oA 0§ 5+ Yol the HRE A
FHES oh= g2z o) GRL Fahala AN 2ol s 20 L g PR AfAe] oI
9l Fol that H21 AFoho], ehol il o) ol that AR ETSI EE] BE ol §A15 A WlE

Tefu, o] AL LSl PR gholdd 2 2218 BT s o2 Fashs AL of
Yk, 3l9] told2 27 37H Ao 2 ETSI A135}e] of®

g
=
oo
fle
o
—ut
rlr
po)
rlo
X
v
T
At
o,
t
Z

ETSI (European Telecommunications Standards Institute)

061



062

terms related to any of its IPRs The lack of disclosure by a Member of its licensng terms does
not cregte any implication under the ETS Directives. Specificaly, the requested undertaking in
writing of an IPR owner that it is prepared to grant licenses on fair, reasonable and non-
discriminatory terms and conditions pursuant to Clause 6.1 of the ETSI IPR Policy is sufficient
when selecting technologiesfor ETS| standards and technica specifications.

4.2 Dispute Reselutien

ETSl Members should attempt to resolve any dispute related to the gpplication of the IPR
Policy bilaterdly in afriendly manner.

Should this fail, the Members concerned are invited to inform the ETSI GA in case a
friendly mediation can be offered by other ETSI Members and/or the ETSI Secretariat.

However, it should be noted that once an IPR (patent) has been granted, in the absence of an
agreement between the parties involved, the national courts of law have the sole authority to
resolve PR disputes.

4.3 Netice on the use of NDAs in IPR negetiatiens

It is recognized that Non Disclosure Agreements (NDAS) may be used to protect the
commercia interests of both potential licensor and potentia licensee during an Essentia
IPR licensing negotiation, and this general practice is not chalenged. Nevertheless, ETS|
expects its Members (as well as non-ETSI Members) to engage in an impartial and honest
Essential PR licensing negotiation process for FRAND terms and conditions.

4.4 Financial centingency

Members developing products based on standards where there may be Essentia |PRs, but
there is uncertainty, have mechanisms available which they can use to minimize their risk.
As a non-exclusive example, a Member might wish to put in place financial contingency,
based on their assessment of “reasonable’, against the possibility that further/additional
license fees might become payable.

4.5 Ratienale and clarifying texts fer the changes in Clause 4.1 of the ETSI IPR
Pelicy

A revised verson of the Clause 4.1 of the ETSI IPR Policy was adopted by the 46th General
Assembly on November 2005. This revision was induced by the EC DG COMPETITION
in its concern to generate a general awareness of the risk of "patent ambush” Stuation in the
standard making process.

45.1 Higory of changes

Prior to the 46th ETSI General Assembly, Clause 4.1 of the ETSI IPR Policy read:

4.1 BEachMEMBER dhall useitsreasonable endeavoursto timdy inform ETS of ESENTIAL IPRs
it becomes aware of. In particular, a MEMBER submitting a technical proposal for a
STANDARD or TECHNICAL SPECIFICATION shall, on a bona fidebads, draw the attention
of ETS toany of that MEMBER sIPRwhich might be ESSENTIAL if that proposal isadopted.

F2 BEHIIT PR 7Y

213} 71% AEA|ol= ETSIIPR A# A|6 120 ule} 3431

E < ghel=oju ujt
WA Q] 2710 2 glo] A 3 ofsithe IPR 24419 AW A& 2 FHsit}

B 2L FAzte] 52 0 2 s Astea sjof it}

vkl B4 s o] o] Fo| A A] ok 7%, B 3¢ ETSI 3] 1e]a/me AREEro] 954 SA
238} 4= 9l A0 ETSI GAdl| BA3F 4= Qi)

a2, IPR(E3])7} 3l o] =, 2 GARAT o) kA o] Q= 7% TPR &
2 5= ool fefstodof it

4.3 IPR Al HISTHFE ALZ0 Chet SX|

B IPR 2ol 2 F4A] ol shafi= Abet 2ol 2 whogl= 27he] 444 o] & HEsh]
40}01 1378 2 (Non Disclosure Agreement)o] AH-2 5= glov o|#gh duba] Aej #ao]
FUHA et 2Rl B8k ETSE= (M)3]4d3) Sdo] A<= IPR 2ol 2 g/l FRAND
zx0 2 st A 4 A& 7T,

4.4 AUAH|

F IR 8 4 i BEA ek ARE N S A} BT B A
5}0}71 sk ol = it ol
oz gL ABTAE
2% % gk,

45 ETSI IPR &= H4.1x2| 7HH 0|R2t HA| 2+
ETSI IPR A& <] A4.122] 7§A9ro] 20054 118 A46xt GAIA] A et B 7fAre T3 A
A HA FollA "53] FHE" -2l dgk EC DG COMPETITIONS] #4102 AJZHE| Lt

451 7\ |8

A463} ETSI GA Ao, ETSI IPR A& A4, 12 th-&-7} 294t} :

931 gli= B4 IPRE ETSIO| HA]o] 54]517] $l}0] §2)4 kg2 cpspojo} gt

‘—Q- =1~
£5] HE L A4AE 918 1% Aeke AZSHe 318e 71 Aleko] A Ed 9542
A B2t §ol 3199 IPRE ETSI} & 7+ 125 2:42] w22 chstofo g,

ETSI (European Telecommunications Standards Institute)

062



063

During the 46th ETSl General Assembly the modifications below to Clause 4.1 of the ETSI
IPR Policy were adopted.

4.1 Ubject to Clause 4.2 below, each MEMBER shall use its reasonable endeavours, in
particular during the development of a STANDARD or TECHNICAL SPECIFICATION
whereit participates, to inform ETS of ESSENTIAL IPRsin atimely fashion. In particular, a
MEMBER submitting a technical proposal for a STANDARD or TECHNICAL
SPECIFICATION shall, on a bona fide bags, draw the attention of ETS to any of that
MEMBER s|PRwhich might be ESSENTIAL if that proposal isadopted.

452 EC DG COMPETITION'’s position regarding the rationale and scope for the
changesof Clause 4.1 of the ETSl IPR Policy

The extracts below are taken from various correspondences between ETS| and the EC DG
COMPETITION services.

45.2.1 Addition of the sentence“ Subject to Clause 4.2 below...” and Deletion of the phrase
“...itisawareof or becomesaware of.”

RATIONALE from DG COMPETITION

“ ... the ddletion of the phrase “becomes aware of” isimportant from the Commisson’s
“patent ambush” perspective....”

Source DG COMPETITION letter dated 26 April 2005 reproduced in B#52(05)17,
Annex, Footnote 2.

CLARIFYING LANGUAGE from DG COMPETITION”

“ ... the ddetion of the phrase “becomes aware of” is important from the Commisson’s
“patent ambush” pergpective, [but] does not imply an extra burden on ETS Mambers - by
definition, acompany can only inform about essertid 1PRsif it hasknowledge of such IPRs”

Source DG COMPETITION letter dated 26 April 2005 reproduced in B#52(05)17,
Annex, Footnote 2.

“... the deletion of the words “becomes aware of” “arguably imposes a higher burden
of disclosure for the ETSI Members’. More specificdly, you raise the concern that
this might oblige Members to conduct IPR searches. We do not believe that this
concern is warranted. As Mr. Mensching noted in his letter of 28 January 2005, the
rationale behind the proposed deletion of “becomes aware of” is that we would
expect a Member in a standard-setting process to have a general awareness of the
scope of its IPR rightsin that area, and therefore where necessary, “ use its reasonable
endeavours’ to identify these IPR.» However, as has been explicitly confirmed to you
in writing on numerous occasions, this does not mean that we would expect
Members? to conduct patent/| PR searches.

1) Once again, thisis consstent with the notion of members being invited by the meeting Chairman to identify essentia

IPR at the beginning of each relevant meeting.
2) whether or not they are participating in the development of astandard
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As such, our proposed change does not creete a heightened expectation for Members
to identify essential IPRs. Nor does it create any contradiction with Article 4.2 of
ETSI’sIPR policy. Nevertheless, in order to explicitly convey this messagein ETSI’s
IPR palicy itsdlf, we would be willing to incorporate, &t the beginning of Article 4.1,
the phrase“ Subject to Clause/Article 4.2 below”. *

Source:DG COMPETITION LETTER dated 29 March 2005 reproduced in
GA#45(05)22, Annex |, paragraph 4.

45.2.2 Addition of thephrase*... whereit participates...”
RATIONALE from DG COMPETITION

“The addition of the phrase “in which it participates’ therefore addresses the concern
expressed by some ETSl members, and also means that to the extent that amember is
not participating in an ETS| standards development committee/working group but
becomes aware of certain essentid 1PRs, a generd obligation to inform ETS of the
essentid IPRsremains’.

Source:DG COMPETETITION LETTER dated 26 April 2005 reproduced in
B#52(05)17r1, Annex |11 (paragraph 4 of Annex to the EC letter of 26.04.05).

45.2.3 Retheexpresson “in particular”
CLARIFYING LANGUAGE from DG COMPETITION

“Firstly, | note your concern that DG Competition’s proposed wording might be
interpreted as narrowing the obligation to disclose essentid |PR to avery specific phase
of the standardisation process. As you stress, we have aready confirmed that our
proposed changes do not mean that the window of opportunity to declare essentia IPR
is closed when astandard is adopted. However, to more explicitly address your concern
in Articde 4.1 of the IPR rules, we are happy to accept your proposed addition of the
words“in particular”.

Source:DG COMPETITION LETTER dated 29 March 2005 reproduced in
GA#45(05)22, Annex |, paragraph 2.

45.3 ETSl’spostion regarding therationale and scope for the changes of Clause 4.1 of the
ETS IPR Policy

The extracts below has been developed, with the support of EC DG COMPETITION, by the
ETS membership and endorsed by the 46th ETSI General Assembly.

453.1 Retheaddition of the sentence” Subject to Clause 4.2 below...”

The insertion of the phrase“ Subject to Clause 4.2 below” at the beginning of the first sentence
of the new text of Clause 4.1 is intended to reflect the generd framework under which the
requirement of disclosure of Clause 4.1 operates. This insertion explicitly conveys the notion
that the requirement of disclosure contained in Clause 4.1 is not to be interpreted as an
obligation on ETSI Membersto conduct IPR searches.

AsDG COMPETITION explicitly confirmed to ETS! in writing on numerous occasions,

3) In this regard, as you correctly noted at the General Assembly, the deletion of the phrase “becomes aware of” is
important from the Commission’s “patent ambush” perspective, but does not imply an extra burden on ETSI
members - by definition, acompany can only inform about essentia 1PRsif it has knowledge of such IPRs.
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- the new text of Clause 4.1 “does not mean that we would expect Members® to
conduct patent/IPR searches. As such, our proposed change does not create a
heightened expectation for Members to identify essential IPRs. Nor does it create
any contradiction with Article 4.2 of ETSI’s IPR policy. Nevertheless, in order to
explicitly convey this message in ETSI’s IPR policy itself, we would be willing to
ingoggorate, at the beginning of Article 4.1, the phrase “ Subject to Clause/Article
4. ow”.

Source:Letter from Angel Trabacete, DG COMPETITION, to Karl Heinz
Rosenbrock, ETSI Director-General, 29 March 2005 reproduced in
GA#45(05)22, Annex |, paragraph

- “itis clear that it should not be reasonably expected that an ETSI Member should
have a duty to take steps to find out about potential IPR it might have relating to
ETSI standards development work in areas’committees where that Member is not
participating in that work (no more than it should be expected, as we have
previously confirmed, that a Member carry out patent/I PR searches).”

Source:Letter from Angel Tradacete, DG COMPETITION, to Karl Heinz
Rosenbrock, ETSI Director-General, 26 April 2005, reproduced in
B#52(05)17r1, Annex Il (paragraph2 of Annex to the EC letter of
26.04.05).

45.3.2 Rethededetion of thephrase*... it isaware of or becomesawar e of.”

DG COMPETITION's intention in pursuing deletion of the phrase “ it becomes aware
of” is viewed as important from the patent ambush perspective.® The ideais to prevent
an ETSI Member from intentionally not disclosing Essential Intellectual Property
Rights (EIPR) during the standardization process, and after the standard has issued, then
disclosing such EIPR with the intention to not license on fair, reasonable, and non-
discriminatory (FRAND) terms as expected by ETSI Policy for EIPR.? Intentional non-
disclosure of EIPR generally occursin two instances:

1) when a representative participating in a Technical Body on behalf of a Member
has actual knowledge of EIPR, and yet the Member holds back notification; or,

2) when amember fosters an atmosphere of ignorance amongst its employees participating
a ETSl with theintent to avoid its EIPR disclosure and FRAND licensing obligations.

DG COMPETITION has made it clear that the removal of the “it becomes aware of”
wording is not intended to place a higher burden of disclosure upon a Member, nor isit
intended to create a heightened expectation for Members to identify EIPR.” This
position is consistent with the ETSI IPR Policy and ETSI practice to requiring Members
participating in Technical Bodies to respond at the earliest possible time to the Call for
IPRs performed by Technical Body Chairmen at the beginning of each meeting, based
on the working knowledge of their participants.®

4) Whether or not they are participating in the development of astandard.
5) DG COMPETITION letter dated 26 April 2005.

6) ETS Guide on Intellectua Property Rights, Section 6.1.

7) DG COMPETITION letter dated 26 April 2005.

8) ETS Guideon Intellectua Property Rights, Section 2.3.1.
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Further, it has been explicitly confirmed by DG COMPETITION on numerous occasions
that the removal of the words does not mean a Member would be required to conduct
patent/I PR searches.?

Concern has been raised that removal of the “it becomes aware of” wording places an
untenably broad burden of disclosure on ETSI Members. Based on the above, it gppearsthe
intent is for the burden to remain the same while identifying conduct whereby “patent
ambush” in violation of the ETSI IPR Policy may be assumed.

4.5.3.3 Addition of thephrase*... whereit participates...”

Theterm “where it participates’ as employed in Clause 4.1 seeksto clarify that aMember’'s
obligation to use such reasonable endeavours under this Clause should be adhered to in
those Technical Bodies or its Working Groups in which an employee (or otherwise
authorised representative) of such Member (as defined within the ETSI IPR Policy)
performs at least one of the following:

i) attends ameeting of;
ii) participatesin or contributes, directly or indirectly, to the work of;
iii) votes on any matter raised within;

such Technica Body or Working Group where such Technical Body or Working Group is
responsible for the ETSI Work Item from which such STANDARD or TECHNICAL
SPECIFICATION, [asan ETSI Deliverable], has or will result.

4534 Retheexpresson “in particular”

The insertion of the phrase “in particular” in the first sentence of the new text of Clause 4.1
is intended to reflect the importance placed by DG COMPETITION on a member’'s
informing ETSl of Essentia 1PRs during the period when that information might be most
relevant to the development of a Standard of Technica Specification. DG COMPETITION
has made clear (see DG Competition Letter dated 29 March 2005 reproduced in
GA#45(05)22, Annex 1, paragraph 2) that the inclusion of this phrase does not mean either
that the window of opportunity for a member to declare its Essentid IPRs is closed once a
standard is adopted or that the member’s duty to use its “reasonable endeavours’ post
adoption iswaived or altered.

4535 Retheexpression “Reasonable Endeavours’

The new text of Clause 4.1 of the ETSI IPR Policy provides, in part, that each ETSI
Member “shall use its reasonable endeavours, in particular during the development of a
Standard or Technical Specification where it participates, to inform ETS| of Essential IPRs
in atimely fashion.” Clause 4.2 of the ETSI IPR Policy provides that these disclosure
obligations“ do however not imply any obligation on Membersto conduct IPR searches.”

As DG COMPETITION has pointed out, the concept of “reasonable endeavours’ qualifies
the obligation to disclose essential patents. As it has noted, “it is clear that it should not be
reasonably expected that an ETSI Member should have a duty to take stepsto find out about
potentia PR it might haverelating to ETS| standards development work in areas/committees
where that Member is not participating in that work (no more than it should be expected, as
we have previoudy confirmed, that a member carry out patent/| PR searches).”

9) DG COMPETITION letter dated 29 March 2005.
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Source:  Letter from Angd Tradacete, DG COMPETITION, to Karl Heinz Rosenbrock,
ETSI Director General, 26 April 2005, at Annex.

This interpretation by DG COMPETITION is supported by the longstanding interpretation of
“reasonable endeavours’in the ETSI Guide on Intellectud Property Rights. The stepsthat must
be taken to identify essential patents focus on the activities and knowledge of the ETSI
Member’ s representatives who are activein aparticular ETS maiter. Each Technicd Body and
working group meeting, for example, must begin with a cdl for IPRs. See ETS Guide on
Intellectua Property Rights, Section 2.3.2. “Members participating in Technica Bodies should
respond at the earliest possible time to the Call for IPRs performed by Technical Body
Chairmen at the beginning of each meeting, based on the working knowledge of their
participants.” 1d., Section2.1.1.

Accordingly, it seems that the “reasonable endeavours’thet are to be taken to disclose patents
that are essential to aparticular ETS| deliverable should be measured in terms of the knowledge
of representatives of an ETSI Member who are actively involved in the work of the body
developing that ETSI deliverable. This interpretation acknowledges, as DG COMPETITION
has noted, thet “ reasonable endeavours’ has the benefit of being ableto cover different scenarios
ontheir meritson alogicd, case-by-case basis.”

Source L etter from Angd Tradacete at Annex, note 1.
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ETSI Intellectual Preperty Rights Pelicy
See ETSI Rules of Procedure, Annex 6

Annex B

ETSI IPR Information Statement and Licensing Declaration Forms

General IPR licensing declaratien

ETSI IPR B
ETSI Rules of Procedure, Annex 6 3+
ETSI IPR & 2% 3 2{o|MA MAM 24|
2k X|ZAjLHE 2Ho|MA AN

Annex B

| PR Holder/Or ganisation
Legal Name:

Signatory
Name:
Position:
Department:
Address:

Td: Fax:
E-mail:

General | PR licensing declaration
In accordance with the ETSI IPR Policy, Clause 4.1, | hereby inform ETSI

that (mark one as appropriate),
[ ] withreferenceto ETSI Standard(s) No.
or
[ ] with referenceto ETSI Project name(s)
or
[ ] withreferenceto al ETS| Standards
and with reference to (mark one as appropriate):
[ ]1PRs contained within technical contributions made by SIGNATORY
and/or its AFFILIATES, or
[ JTany IPRs

the SGNATORY hereby declares that it and its AFFILIATES are prepared to grant,
subject to reciprocity, irrevocable licenses under its/their IPRs on terms and conditions
which are in accordance with Clause 6.1 of the ETSI IPR Policy, in respect of the
STANDARD(S) or the Project(s), as identified above, to the extent that the IPRs are,
become and remain ESSENTIAL to practice that STANDARD or those
STANDARDS or, as gpplicable, any STANDARD resulting from proposals or work
items within the current scope of the Project(s), for the field of use of practice of such
STANDARD.

The construction, validity and performance of this DECLARATION shall be
governed by the laws of France.

Place, Date: Signature:
(Place, Date) (Signed for and on behaf of the SIGNATORY)

Please return this form duly signed to: ETSI Director-General
ETSI - 650, route des L ucioles - F-06921 Sophia Antipolis Cedex - FRANCE
Fax. +33 (0) 4 93 65 47 16
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IPR infermatien statement and licensing declaratien IPR ME d9F 3 2fo[dA MAHNM
PR A84:A/ 713
IPR Halolder/Organisation wolr ;
Legal Name; e
Signatory Az
Name: o &
Position: 2 9
Department: o
Address: : j
T oA
Tel: Fax:
E-mail: A5 By
General | PR licensing declar ation ol vl &
General | PR licensing declaration o
In accordance with the ETSI IPR Policy, Clause 4.1, | hereby inform ETS| that s PR ﬂfmé A B
with reference to the technical proposal identified as ETSIIPR A2 Al4. 120 whz}, of7]ellA] olefo] ARE ETSIe| FH et
_ anglor. ) 71s2 At
|r;r:d/3tr|on to Work Item No. el e
with referenceto all ETSI Standards No. ZE s
it is my belief that the IPRs listed in the attached IPR information statement Jga/Es
annex are, or are likely to become, Essential IPRs in relation to that Standard. s
ETSI 5+ W3
IPR licensing declaration HESh= (B3 PR AR A o] GAH PRo] &Y F23} BHsto] Z4 IPRo|AY
The SIGNATORY has notified ETS that it is the proprietor of the IPRslisted in the 4= [PRo| & Aolebar W)
attached IPR information statement annex and has informed ETS thet it believes IPR 2ol A A91IA
tTh: thsel '(E’E‘Z:ziw Ed‘;'erefj EiSE’F\'ITL' :;L;;;“isz"bdags" l"“ed "’b"h - AR FTSIo] H3he PR A1 Aol 7% PRe] 2478 SAsto, o
e and/or its ereby declare that they are o} [PRE- 9o WA Ho] WA A 2 olpl= n].o o =
prepared to grant irrevocable licences under the |PRs on terms and conditions 3 IPRE #el] 718 HEll A Holeh oA 2ok ward ALl
which are in accordance with Clause 6.1 of the ETS! IPR Policy, in respect of A& 28)ar/EE 1 BARRE o)7]0|A] s IPRo| BAE FAIsH: & slg Bl

the STANDARD, to the extent that the IPRs remain ESSENTIAL.

5}o] ETSIIPR 3] #6130l 2J3F 2710 2 3|7 IPRoj| tlste] 238 4= gli= glo]d
This undertaking is made subject to the condition that those who seek licences et e I 3 | skl dofet 7 St ool

25 5o Eu)7t o] 9l5& A ATt ol#d AAle ETSIIPR A& A6, 120l ulz}

agree to reciprocate same in respect of the STANDARD in accordance with Clause = ) = i o
6.1 of the ETSI IPR Policy (deletethis paragraph if this condition is not required). 3 BEol thsto] gtold 2 who e A} FUg 2308 s ofditte 2102
The construction, validity and performance of this DECLARATION shall be 2 o] FojAlrt (o] 240l F 8 §low ke Ak
governed by the laws of France. B QIS AL B D Al e T W] et
Place, Date: Signature: b2 oln: A W
(Place, Date) (Signed for and on behalf of the SIGNATORY) () FEA == AZA gE)9)
Please return this form duly signed to: ETSI Director-General B kAl A3 Arfslo] olg| = AlEsto] FAHA LAREEA
ETSI - 650, route des Lucioles - F-06921 Sophia Antipolis Cedex - FRANCE ETSI - 650, route des Lucioles - F-06921 Sophia Antipolis Cedex - FRANCE
Fax. +33 (0) 4 93 65 47 16 Fax, +33 (0) 4 93 65 47 16
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IPR information statement annex (A=) IPR HE MEHN

INFORMATION
ETSl Standard, Technical Specification or : AR s
Work Item Other =~ ETSI £, 7|74 =& 23S .
et | PAEY | Patent pateg;ggg;nﬁ;grsm £5) |=8us FUdT 7feL 55/2 9
- - oty | APPlicatio| Subject/ | Country sqag | | T a9
Project or Woroétem pa'i[egfft'ﬁe op nNo. Title etert/anpli Z2AE | AP | gFo =4 e | AR =3/
Standard sandard | Version ntapp) Country A [ BR HA - EES
Sandard (el cation No. = = =9o] 15 =t
rame | “No | seciitn) %4 | azds |4 %D Fane
Scheduling 12740/00 Aljlstralia Schedulin 12740/00 | Australia
BXample | roon 216 _ of dotted- 998131008 China P.R. Example | . i ofslo[?e A 998131008 | China P.R,
6112 V350 Nokia | 1131972 d"dealed EPO 108270 | Finland | Ts125215| 6112 V3.5.0 Nokia | 1131972 | mode EPO 108270 | Finland
umMTS : UMTS related ’
measureme 11-318161| Japan measurem 11-318161 |  Japan
nts 6532226 | USA ents 6532226 USA

* Patent family information is provided voluntarily. The completeness and accuracy of * B3 R APEH 0 2 AESTUT AT EHE S5 R g g
any patent family information that is provided cannot be guaranteed. J8de 1A 5 gl
;%Qf oTw o J T B8 "]E]'
Please return this form duly signed to: ETSI Director-General B okl o A 3| A wato] ol |2 A|Zdto] FAAQ: ETSI AR-Z7
A h ) ) o w— Si2 - B1S (<]
ETSI - 650, route des '—UFC' ol ?3:3':—(?622913 %%pz;al'g ntipolis Cedex - France ETSI - 650, route des Lucioles - F-06921 Sophia Antipolis Cedex - France
ax. +33(0) Fax. +33 (0) 493 65 47 16
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Annex C

Annex C
Check list of the Chairmen’s obligations in respect of the IPR 37l X SXloi het 222 oA
notification and disclosure of IPRs
« Check that the scope statements for work items are sufficiently defined © ZAFEL 93 U9 U gol Fol A Fo g 33l
« Perform “call for IPRs” in Technical Bodies meetings: « TB 3]9JA] ‘PR 8"
- a the beginning of meetings using the text supplied in Clause 2.3.3 of the IPR - 8] 7 A A, IPR 7}o] = AJ2.3 3% M Alg-shs B AR
Guide. - 3]9JF PR 70| = A2.3 3204 9 o] (IPRS] -2 a7 A &e) :
- during meetings: (reminder of the formal call of IPRs) as in Clause 2.3.3 of the S7)eA 20 TAA AHZA|
IPR Guide: - AR} Z9te] ¢34
- on formal submission of atechnical solution; g0kl WG Z01A]
- on completion of afirst stable draft; ) :;:}g TB :o]:]
- on working group approval of a draft standard; T e

- on TB approval of adraft standard.

- Record that the “call” has been performed.

« A (Es 9] }I9S2) 715, ARl B4

- Record any responses received (or the absence thereof) and inform the Secretariat.

o FlE AR (e YD) 715, AFFel B4
- Record any copyright identified (or absence thereof) and inform the Secretariat.
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